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Thomas Sweeny HEARD 



TRANSMITTAL LETTER FOR INFORMATION DISCLOSURE STATEMENT 

Sir: 

lh accordance with the duty of disclosure under 37 C F R 8 i ^ a u . u ^ 
the U.S. Patent and Trademark Offic* ™r tu^T § 56 * A PP llcant hereby notifies 

PTO-1449 ^^dX^E^itliT 0 ^ ,,Sted herein md 00 *• atoned 
the above-identifil^t^^ patentability of the claims of 

filed in US Application^ nHo/79T 9&?m£ T^J^ °" form are 

(Attorney Docket No Tl3/m\ ' ^ ° 3/03/2004 . LL1NAS-BRUNET, Montse 

Chemical Society, vol 62 1940 ^^I?n^S, ? denvatlves i Jo »™al of American 
Disclosure StaS have f M IiSted m the fafo ™»tion 

PCT/CA2OO4/OO0M9 wWc^r^Z?r ^rational Search Report <ISR)for 
is enclosed herewift «>"^P<»ds to the present US application. A copy of that ISR 

S. of a nSal a PP l^^t ^ ^^!2 | : SSSfiT ? ^ ° f 
§1 .53 (d); ii) within three (3) months rfi?£SjS3?" ^"f 1011 und «" 33 C.F.R. 
37 C.F.IL §1 .491 in an international a™H ca Z?. nat,0naI ^ 88 set In 

on the merits, or iv) SfiSSSSS! ° f a ^ «*» 
continued examination under 37 C fT §1 iTi ^ ^ ° f a w > uwt for 

S.r. issfe butbetoi: r 04 ™ * 37 

notice of allowance under 37CFR8? 7,7 301,011 uwtor 37 ^ 81-1 13, ii) a 

intheapplication^sS^ 
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or 



□ A statement as specified in 37 C.F.R. §1.97(e) [see below]; 

□ The fee set forth in 37 C.F.R, §u 7(p). 



statement as specified in 37 CFR 61 97?^rt?Li i ^T™* 18 accom Panied by a 
§1.17<p). w 111 ■»'^ R.§1. 97(e) [see below] and the fee set forth in 37 C.F.R. 

□ 1.97(e). 

Q Each item of information contained in the instant ; n f nmo « j- . 
statement was first cited in any commimii L froT^ tOD d ^ cIosure 

□ nMfees«fotthm37CJJl.§I.17(i>). 

02-2955. uruiin ^ <-*>K- Sl-17(p) to Deposit Account No. 
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counterpart application, which cnmlTir froin a forei Sn P 3 ^ office in a 
information disclosure statement. s of Ae ^"panying 



Is ^uSd C uXt7 C pi 8 6??? a T° riZed 10 ^ of "V additional fiHng 

T\J— .1" a_ . _ 



Triplicate copies of this form are enclosed. 



Respectfully submitted, 

/^^pl^atlow 
Attorney for Applicant(s) 
Reg. No. 41,482 



Patent Department 

Boehringer Ihgelheim Corp. 

900 Ridgebury Road, RO. Box 368 

Ridgefield, CT 06877 

Tel: (203) 798-4542 



Certificate of Transmission under 37 CFR I 8 
I hereby certify that this correspondence is being 
t j mUC J™?™ tted *> the United States Patent and 
Trademark Offlee to Fax No 
(571) 273-8300 on January 26, 2005 



Philip 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application* : BAILEY, M D. et al. ) Art Unit- 1654 

U.S. Appln. No. : 10/791 318 • 

Confirmation No. : 1817 ' examiner: Thomas Sweeny HEARD 

U.S. Filing Date : 03/02/2004 

Iill°n InV u e, fS n 1 ^P*^ 5 C Inhibitor Peptide Analogs 
Attny. Docket No.: 13/112 



Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

January 26, 2005 



TRANSMITTAL LETTER FOR INFORMATION DISCLOSURE STATEMENT 

Sir: 

hi accordance with the duty of disclosure under 37 cpr s 1 </c a .• . 

•he a t^Ht^^^^^S^^L ^SSr?!? ■"PS""*' °f*. ctata, of 

Ctamiod Society, vol 6? wKjSS^S, ^ * rtv ?""f ^ J °"»»l of Am.*™ 
Disclosure StattSeM hive te» . * a ""^ ™ «» Hfbrnwlon 

is enclosed herewith. present Us application. A copy of that ISR 

He of i national applica^n^^^^ (3) m ° nths of * e ™* 

§1.53 (d); ii) witWnTS^m^s^ application under 33 C.F R. 

37 C.F.R. §i.491 in SSSSSS applt^ £5°'? "* 35 ** *■* * 

on the merits; or iv) before the mSSt 'rSl ^ ° f 8 ^ «*» 

continued examination under 37cFl §i m. ^ ° f a for 

notice of allowance under 37 Cf R 8 3 n ,?x ^f** ""^ 37 c **~ §1.113, ii) a 
in the application. This llmg ac^mpSeTb" ^ 
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□ A statement as specified in 37 C.F.R. §1.97(e) [see below]; or 

□ Thefeesetforthln37CJFJL§1.17(p). 



□ 1.97(e). 

□ No item of information contained in the instant infAm» a ^ i 
inrormation disclosure statement was imnwi ^ *™ • j. , ' , Insranx 

□ Thefcesetfonhm37C.FJi.il.l7(p). 

02-2955. »I-I7Cp)to Deposit Account No. 
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d°cloieZLt f^ZSinT^ £ * e «**»«^ information 

counter application, whtn S^StSv^S * t 
in section 1.56(c) more than thirty ^S^^2.rr ^ 8ny mdlVldual desi Sn*ed 
information disclosure statement * ^ *" fi,mg ° f 1,16 ^"panying 



is reJS^R SU^r 26 ^ *T P3ymem "^additional fiIing 

, or creair any overpayment of same, to Deposit Account No. 02-2955. 
Triplicate copies of this form are enclosed. 



Respectfolly submitted, 

y^n^p^atlow 
Attorney for Applicants) 
Reg. No. 41,482 



Patent Department 
Boehrmgerlngelheim Corp. 
900 Ridgebury Road, P.O. Box 368 
Ridgefield, CT 06877 
Tel; (203) 798-4542 



Certificate of Transmission under 37 CFR I 8 
thereby certify that this correspondence is being 
facsimile transmitted to the United States Patent imrt 
Trademark Office to Fa* No. 8tCTtfWd 
(571) 273-8300 on January 26, 2005 
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Reg. No. 41,482 
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UfltfautefiflBaoflBflt p "*ffitinn r> ff auaaaUft rn rrrnni 

Substitute for form 1440A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



Vanes. 



(Una — many s/wbq t!1 Mt ^..„ 



2 



AppJication Number 
tong Date 



Complete If Known 



[l_0/79l.3ie 



TOT Named Inventor 
Art Unit " — 



1 03/02/2004 



Murray a BAJLEY et al 



ExamJner Name" 



(1654 



jttomey Docket Number [13/11? 



Thomas Sweeny HEARD 




C^try Cgtfe 3 "Momf! 4 Klnd Code* jfimowri 



WO 99/077 33 A2 
WO 00/09543 A2" 



0 2/18/1999 
02/24/200Q 
O2S4J2OO0" 



N^me of Patentee or 
Appltaani of Cltod Document 




Paow. Columns, Lines, 
Where Relevant Passims 
orRetevanj Ffr»o«_*- - 
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r 



.^.^^^.^^^ ga^gag 



Substitute for form 1449B/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



Application Number" 



FiUng Dato " 
First Named Inventor 



Compter tf Known 



10/791,318 



03/02/2004 



Murray p. BAILEY et. af, 



1654 




^EXAMINER' JnfflBl rf nfe ™ mmmm ^ mmmmmm ^ m ^^^^^mm^^^^^ m ^^^ m ^ ^^sMw^^ 

^sss^s^SiSgssr* — ^ ----- — — 

and Tradwnak Offloo, U.S DGcmrtm^TS?!? farni and/6r suggestions for raduefrw 1 tnta huM^TJ^E depending, upon the Individual AmS™^ 



, , n mm* l*"l^av. 
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PATENT COOPERATION TREATY 

From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

BGEHRINGE* INGEtHBIM {CANADA) LTD. 

2100 Cunard Street 
l*ival, Quebec H?S 2G5 
CANADA 



REGISTERED MAIL 



Applicant's or agenrs file reference 
13 -113 WO 



pathntdepartment 

OEC n 7 m 

PCT* — - 



INVITATION TO PAY ADDITIONAL FEES 
(PCT Article 17(3)(a) ana Rule 40.1) 



International application No. 
Pe*/CA3004/000313 



Applicant 



Date of mailing 
(day/month/year) 



29/11/2004 



PAYMENT DUE 



within 30 JOBOfiaTteya 
from the above data of mailing 



International fifing date 
(ttey/mpnthfroar) 



02/03/2004 



BOZHftXNGgR 1KK3ELHE1H INTERNATIONAL GMBH 



1, This Internationa; Searching Authority 
P) corpora that there are 



by the daim* inflLSlMNQniha **tra shoot; fnumb0f °° '™entton$ claimed in the International application covered 



(ID B haa crrtw out > pa** international aeon* (see Annex) Q will eataoiiahthelwen^naieeareh report 

on ihow para of the international application which relate w the invention lint mentioned in claims Noa.- 
see annex 

m theotharpan^cf mo internal iho extern 

2. The applfcantte hereby Invito* within the time limit indicated above, to pay the amount indicated below: 



— Eim 1 ,Tsn ( on 

Fee por additional Invention 



number of additional inventions 



Of, 

The applicant is Informed that, according to Rule 40.2teV the 
i.e. , a reasoned statement to tne effect that r 
or that tho amount of the required additional 



EITR 1 nn 
total amount of additional fees 



1 «3yfeaaJirauv«»«A» ^m^^x^Xss^^xx^ 



N ame andm aiUng address of the International Searching Authority 
Nt-2280 HV Rljswqk 

Tel. (+31.70) 340-2040. Tx. 3i 661 epo nl. 
FfcC (+31-70) 340-301 6 



Authorized officer 
Catriona Cleere 



Form POT/ISA/206 (July 1 902) ~" __^__ —fc ^_ > __ 
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A""** to Form PCT/JSA/20G 

C n?™ , £ A I!? N RELA ™6 TO THE RESULTS 
OF THfi PARTIAL INTERNATIONAL SEARCH 



International AppUcMtan No 

PCT/CA2004/000319 



first mentioned In claims Ne&- P <* ^ international application which relate to the invention 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Catogwy 



Cwtian of document, wtm indeaiion. where appropriate, erf the rebvare patsagas 



WO 00/09543 A (BOEHRINGER INGELHEIM CA LTD 
; 60UDREAU NATHALIE (CA); GHIRO ELISE 
(CA)) 24 February 2000 (2000-02-24) 
cited in the application 
Abstract; p. 21, formula on the right; 
compounds 333, 334, 616, 621, 628-630, 
707, 709, 711, 713, 714, 717, 719, 722, 
723, 728. 732 and 733. 

NAPS AND 0OHNS: "Optically acltve 
mono-substituted succinic adds and 
derivatives" 

JOURNAL OF THE AMERICAN CHEMICAL SOCIETY, 
vol. 62, 1940, pages 2450-2457, 
XP00229059I 

"N-Methylsucclnauilc add" at p. 2454 



Relevant loctaknNo. 



1-40 



1-40 



1 



I [ *J Further docum-nts are listed in the ccnlkiuallon r* box C 



• Spedal categories # ^ (HxiltT1Mt8 . 



|X I Pa^anl Umlry members are listed In annex. 



considered to be of partJenJar relevance 
°t^£3?^ nt but Pt*C-hed on or after ibe irterraUonal 



" Lf Which may throw doubts on priority aatmte) or 



T* Jater documeni puDlsJwd after mo htamationai ruing date 
or priority data and not (0 conflict wtin rnea^^iionbS 

•X- document of particular relevance: the ctalndd Invention 
carnol be oor^dered novel or canncTbettmaJrteredto 
ferofve an Inventive mop when the document ifetSken wtoae 



< ?SSS??f re^amng to an oral dlsdoaure, use. exhut ion or 
j Qinor means 



nem 

in the ait 

docvmonl mem Dor of ins same paienr ramuy 



cannot ^ w lw „„ 

docvmtnt to combined with 
mania, audi — ^ 



Wared jo Jivotve an Inventive step whim the 
we or more other Bah docu- 
belng otokw to a parson e Wled 



PCT/ISAA308 (A^, ttei «>n) LJujy urea rgxfrg Jcnuary £004) . 
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Patent Family Annex 

insomutfion on patent (ami* numb** 



Patent document 
died in search report 



Publication 
data 



WO 0009543 



International Application No 

PCT/CA2004/000319 



24-02-2000 





Patent farnlh/ 


Publication 




meniber(s) 


date 


AU 


769738 B2 


05-02-2004 


AU 


5273199 A 


06-03-2000 


B6 


105232 A 


30-11-2001 


BR 


9913646 A 


05-06-2001 


CA 


2338946 Al 


24-02-2000 


CA 


2445938 Al 


24-02-2000 


MO 


0009543 A2 


24-02-2000 


CN 


1323316 T 


21-11-2001 


cz 


20010516 A3 


15-08-2001 


EA 


3906 Bl 


30-10-2003 


EE 


200100081 A 


15-08-2002 


EP 


1105413 A2 


13-06-2001 


HR 


20010102 Al 


28-02-2002 


HU 


0105144 A2 


29-04-2002 


ID 


27839 A 


26-04-2001 


OP 


2002522554 T 


23-07-2002 


NO 


20010683 A 


02-04-2001 


NZ 


510396 A 


27-02-2004 


PL 


346626 Al 


25-02-2002 


SK 


2062001 A3 


08-10-2001 


TR 


200100432 T2 


21-09-2001 


TR 


200200129 T2 


21-06-2002 


US 


6534523 Bl 


18-03-2003 


US 


6323180 Bl 


27-11-2001 


US 


6268207 Bl 


31-07-2001 


US 


6329379 Bl 


11-12-2001 


US 


6329417 Bl 


11-12-2001 


US 


2002016442 Al 


07-02-2002 


US 


2002037998 Al 


28-03-2002 
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INVITATION TO PAY ADDITIONAL FEES 



international application No. 
PCT/CA2004/000319 



This Internationa) Searching Authority found multiple (groups of) 
Inventions tn this International application, as follows: 



X. claims: 1-40 

Compounds of formula I, their compositions, medical uses and 
method of preparation. 



2. claims: 41-47 

Compounds of formula II and uses. 



The application lacks unity 1n the sense of Rule 13 PCT. 

Each of inventions 1 and 2 1s characterised by an Individual "special 
technical feature"; there Is no technical Interrelation between the said 
two inventions. 

Rule 13.1 PCT demands that the international application shall relate to 
one Invention only or to a group of inventions so linked as to form a 
single general inventive concept". Rule 13.2 PCT demands that Rule 13.1 
PCT shall be fulfilled only when there Is a technical relationship among 
those Inventions Involving one or more of the same or corresponding 
special technical features. The expression "special technical features" 
shall mean those technical features that define a contribution which each 
of the claimed Inventions, considered as a whole, makes over the prior 
art. 

In the present case Rule 13.2 PCT should be considered to be met when the 
different Inventions share a common chemical structure which constitutes 
a structurally distinctive portion 1n view of the existing prior art. 

Inventions 1 and 2 have in common the sucdnamlc structure of formula II. 

However, this common feature could not be considered as the special 
technical feature defining a contribution over the prior art, since 
compounds of formula II are already known from the prior art (Naps and 
Johns (1940) J, Amer. Chem. Soc. 62, 2450-2457, see D N-methylsucc1nam1c 
acids" at p. 2454). 

In the absence of a further technical feature which could serve as same 
or corresponding technical feature 1n the sense of Rule 13.2 PCT, there 
1s lack of unity between inventions 1 and 2. 
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Continuation of Box 3. 

Although claims 31^37 and 39 are directed to a method of treatment of 
the human/animal body, the search has been carried out and based on the 
allefled effects of the compound/composition. 



Further defect(s) under Article 17(2)(a): 

Continuation of Box 3. 

Cla1m($) not searched: 
31-37, 39, 48 

Claims 31-37 and 39: Rule 39. 1(1 v) PCT - Method for treatment of the 
human or animal body by therapy 

Claim 48: Rule 39.1(111) PCT - Scheme, rules and method for doing 
business 
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